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DETAILED ACTION 

Response to Arguments 

Applicant's arguments with respect to claims 1-7, 14-17, 21-26, 32, 34, 38, 40, 
and 42 have been considered but are moot in view of the new ground(s) of rejection. 

Claim Objections 

Claim 23 objected to because of the following informalities: Claim 23 recites the 
limitation "said predetermined position" on page 7, lines 11-12. There is insufficient 
antecedent basis for this limitation in the claim. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

Claims 17 and 26 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 



Application/Control Number: 09/663,543 Page 3 

Art Unit: 2612 

matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Amended claims 1 and 21 require 
that the optical transparent member has a focal length within a predetermined range of 
focal length (specification: pages 14-22; figures 1-4). Claims 17 and 26 require that the 
optical transparent member comprises a filter (specification: page 44). The original 
disclosure teaches that an image may be deteriorated due to the movement of an 
optical transparent member which passes an optical image of an object, such as 
deterioration of an image due to the focus position and a filter (specification: page 44). 
The amended claims now state that a predetermined control is performed when the 
optical transparent member has a focal length within a predetermined range of focal 
length and that the the optical transparent member is a filter (Claims 17 and 26). 
However, the original disclosure teaches that a filter is used as the optical transparent 
member in cases in which an image is deteriorated due to movement of an optical 
transparent member which passes an optical image of an object, not in cases in which 
resolution is deteriorated corresponding to the focal length of the optical transparent 
member. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 5-6, 15-16, 21-22, 24-25, 32, 34, 38, 40, and 42 rejected under 35 
U.S.C. 102(e) as being anticipated by Dunton et al. US 2001/0050712. 

Re claim 1. Dunton discloses in figure 1 an imaging apparatus capable of 
operating in a still image mode and a moving image mode. The digital image capture 
apparatus (100) has an image-sensing element (114) that converts an optical image of 
an object passed through an optical transparent member (108) to an image signal (page 
2, paragraphs 16-19). The apparatus (100) also includes a processing device (110) that 
performs moving image signal processing for near image data (170) and performs still 
image signal processing for distant image data (172) (page 2, paragraphs 19-23). The 
near image data (170) and distant image data (172) are obtained by adjusting the focal 
length of the optical system (108) to focus images of a near scene (102) or a distant 
scene (103) onto the sensor (1 14) at the focal plane of the optical system (page 2, 
paragraph 20; figs. 2,3). Therefore, when the apparatus is in the still image mode the 
optical transparent member (108) has a focal length within a range capable of focusing 
images of a distant scene (103) onto the image sensor and when the apparatus is in the 
moving image mode the optical transparent member (108) has a focal length within a 
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range capable of focusing images of a near scene (102) onto the image sensor (1 14). 
Signal processing for the still image mode and the moving image mode is different in 
certain aspects. The encoding process for still image data may use a larger set of 
symbols than the encoding process for video image data because there may be more 
time allocated in the host/PC to decompress still images (page 4. paragraphs 42-43). 
The examiner is reading this feature as the signal-processing device performing a 
predetermined control (encoding a larger set of symbols having variable binary string 
lengths). Therefore, when still image signal processing is to be executed, the signal- 
processing device performs a predetermined control (encoding a larger set of symbols 
having variable binary string lengths) when the optical transparent member has a focal 
length within predetermined range of focal length (still image mode the optical 
transparent member (108) has a focal length within a range capable of focusing images 
of a distant scene (103)) and the predetermined control (encoding a larger set of 
symbols having variable binary string lengths) is not performed when moving image 
signal processing is to be executed. 

Re claim 2, see claim 1 . The near image data (170) and distant image data 
(172) are obtained by adjusting the focal length of the optical system (108) to focus 
images of a near scene (102) or a distant scene (103) onto the sensor (114) at the focal 
plane of the optical system (page 2, paragraph 20; figs. 2,3). Therefore, when the 
apparatus is in the still image mode the optical transparent member (108) has a focal 
length within a range capable of focusing images of a distant scene (103) onto the 
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image sensor and when the apparatus is in the moving image mode the optical 
transparent member (108) has a focal length within a range capable of focusing images 
of a near scene (102) onto the image sensor (1 14). The encoding process for still 
image data may use a larger set of symbols than the encoding process for video image 
data because there may be more time allocated in the host/PC to decompress still 
images (page 4, paragraphs 42-43). Therefore, the signal-processing device does not 
perform the predetermined control (encoding a larger set of symbols having variable 
binary string lengths) when the optical transparent member does not have a focal length 
within a predetermined range of focal length (focal length range corresponding to still 
image mode). 

Re claim 3, see claim 1 . The still image signal processing is limited to the 
encoding process disclosed in claim 1 above. 

Re claim 5, the still image data may be transferred over a bus (542) to a local 
storage device (122) such as a flash memory card (page 5, paragraphs 50-51). 

Re claim 6, the recording process of the still image data is limited to transferring 
the data to either a local storage device (122) or to a host computer via a 
communication interface (154) (page 5, paragraphs 50-51). 
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Re claim 15, the digital image capture apparatus (100) has an optical transparent 
member (108) including a lens system (106) and aperture (104) (page 2, paragraph 16). 

Re claim 16, see claim 15. 

Re claim 21 , see claim 1 . 

Re claim 22, see claim 2. 

Re claim 24, see claim 15. 

Re claim 25, see claim 15. 

Re claim 32, see claim 1 . 

Re claim 34, see claim 1 . 

Re claim 38, Dunton discloses in figure 1 an imaging apparatus capable of 
operating in a still image mode and a moving image mode. The digital image capture 
apparatus (100) has an image-sensing element (1 14) that converts an optical image of 
an object passed through an optical transparent member (108) to an image signal (page 
2, paragraphs 16-19). The apparatus (100) also includes a processing device (110) that 
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performs moving image signal processing for near image data (170) and performs still 
image signal processing for distant image data (172) (page 2, paragraphs 19-23). The 
near image data (170) and distant image data (172) are obtained by adjusting the focal 
length of the optical system (108) to focus images of a near scene (102) or a distant 
scene (103) onto the sensor (1 14) at the focal plane of the optical system (page 2, 
paragraph 20; figs. 2,3). Therefore, when the apparatus is in the still image mode the 
optical transparent member (108) has a focal length within a range capable of focusing 
images of a distant scene (103) onto the image sensor and when the apparatus is in the 
moving image mode the optical transparent member (108) has a focal length within a 
range capable of focusing images of a near scene (102) onto the image sensor (1 14). 
Mode selection can be made by a user and a system controller (160) orchestrates the 
capture of images in both modes of operation in response to the mode selection made 
by the user (page 2, paragraphs 22-23). Therefore, it can be seen that optical property 
of the optical system is designed allowable for recording a moving image and not 
allowable for recording a still image when the user selects moving image mode. 
Additionally, when the moving image mode is selected the optical transparent member 
has a focal length within a predetermined range of focal length according to the moving 
mode (in the moving image mode the optical transparent member (108) has a focal 
length within a range capable of focusing images of a near scene (102)). 



Re claim 40, see claim 1 . 



Application/Control Number: 09/663,543 
Art Unit: 2612 



Page 9 



Re claim 42, see claim 1 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Ciainfi 14 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dunton et al. in view of Miyadera US 6,819,357. 

Re claim 14, Dunton discloses all of the limitations of claim 1 above. Although 
Dunton states that near image data (170) and distant image data (172) are obtained by 
adjusting the focal length of the optical system (108) to focus images of a near scene 
(102) or a distant scene (103) onto the sensor (1 14) at the focal plane of the optical 
system, he fails to disclose a detector for detecting the focal length of the optical 
transparent member. 

Miyadaera discloses in figures 1 and 2 a camera provided with a zoom lens (1) 
and a focal length detection device (3). When the foal length of the photographic lens 
(1) is varied, the focal length detection device (3) detects the varied focal length (col. 4, 
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lines 3-15). Therefore, it would have been obvious for one skilled in the art to have 
been motivated to include the focal length detection device disclosed by Miyadera in the 
imaging apparatus capable of operating in a still image mode and a moving image 
mode. Doing so would provide a means for detecting the position of a movable lens 
group along the optical axis of an imaging device (Miyadera: col. 4, lines 14-16). 

Allowable Subject Matter 

Claims 4, 7, and 23 objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



The following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record fail to anticipate or render obvious the following technical 
features as recited in the highlighted claims: 

Referring to claim 4, the prior art fails to teach or suggest ". . .wherein said signal 
processing device inhibits said still image signal processing as said predetermined 
control". 
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Referring to claim 7, the prior art fails to teach or suggest "...wherein said signal 
processing device inhibits said recording process of the still image signal as said 
predetermined control". 

Referring to claim 23, the prior art fails to teach or suggest "...wherein said signal 
processing device inhibits said optical transparent member to move to said 
predetermined position as said predetermined limitation". 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Okamura (US 6,788,345) discloses an image pickup apparatus. The information 
regarding preventing the changing of focal length when recording a still image is 
pertinent material. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kelly L. Jerabek whose telephone number is 703-305- 
8659. The examiner can normally be reached on Monday - Friday (8:00 AM - 5:00 PM) 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on 703-305-4929. The fax phone number 
for submitting all Official communications is 703-872-9306. The fax phone number for 
submitting informal communications such as drafts, proposed amendments, etc., may 
be faxed directly to the Examiner at 703-746-3059. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KLJ 



